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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 1 through 23 and 44
through 47. dains 24 through 43 are the only other clains
pending in this application and stand wi thdrawn from
consi deration by the exam ner as being directed to a
nonel ected i nvention (Brief,

page 3; Answer, page 2).
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According to appellants, the invention is directed to
magneti c recordi ng nedia conprising a substrate bearing a
magneti c | ayer containing nmagnetic pignents in a polyneric
bi nder, wherein the binder conprises a non-chlorinated vinyl
copolynmer including nitrile, hydroxyl, and fluorine containing
pendant groups (Brief, pages 4-5). A copy of illustrative
claim1l is attached as an Appendix to this decision.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Pr oskow 3, 558, 492 Jan. 26, 1971
Shi nozawa et al. (Shinbzawa)® 4,726,990 Feb. 23, 1988
Chernega et al. (Chernega) 4,783, 370 Nov. 8, 1988
Nakanura et al. (Nakamnura) 5,320,914 Jun. 14, 1994

Al'l of the clains on appeal stand rejected under 35
UusS. C
8§ 103 as unpatentabl e over Chernega in view of Nakanura,
Shi nozawa and Proskow (Answer, page 3). W reverse this

rejection essentially for the reasons stated on pages 7 and 9

! This reference was inadvertently omtted fromthe
listing of “Prior Art of Record” in paragraph (9) on page 2 of
the Answer. However, this reference was recited in the
statenment of rejection in both the Final Rejection and the
Answer, as well as discussed by appellants in the Brief (pages
6-7). Accordingly, we deemthis error to be harnl ess.
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of appellants’ Brief. W add the followi ng corments for

conpl et eness and enphasi s.



Appeal No. 1997- 3544
Application No. 08/404, 234

OPI NI ON

The exam ner finds that Chernega discloses a nagnetic
recordi ng nmedi um conprising a nagnetic |ayer provided on a
non- magnet i zabl e substrate wherein the nmagnetic | ayer
conprises a magnetic pignent dispersed in a polyneric binder
(Answer,
page 3). The exam ner further finds that the polyneric binder
of Chernega conprises a vinyl chloride copol yner having
pendant hydroxyl groups but this reference fails to disclose a
binder with nitrile and fluorine pendant groups (id.).

The exam ner applies Nakanmura for the teaching that vinyl
chl oride copolynmers are undesirable for polyneric binders in a
magneti ¢ recordi ng medi um and shoul d be replaced by a styrene
or acrylic copolyner (id.). The exam ner finds that Nakanura
al so teaches that acrylonitrile is a desirable conpbnoner to
yield a pendant nitrile group to increase internolecul ar
forces and pronote solubility with urethanes, conventionally
used as a soft resin in the binder (id.). Fromthese
findi ngs, the exam ner concludes that it would have been

obvious to one of ordinary skill in the art to elimnate the
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vinyl chloride conononer of Chernega and replace it with
styrene and acrylonitrile conononers as taught by Nakanura to
pronote solubility with urethane resins (id.).

The exam ner has realized that the proposed conbination
of Chernega and Nakanura fails to disclose or suggest “the use
of conononers havi ng pendant fluorine containing groups,”

i.e., the limtation of “pendant fl uorine-containing groups”
recited in claim1l on appeal (Answer, page 4). The exam ner
appl i es Shinpbzawa to “teach the use of fluro [sic, fluoro]
graft copolyner in which fluorine containing nethacrylates are
used to affix the fluorine group to a main chain of a

copol ynmer, see colum 14, lines 42-58.” 1d. Therefore the
exam ner concludes that it would have been obvious to one of
ordinary skill in the art to use a fluoro nethacrylate as a
conononer to incorporate a pendant fluoro group into the main
chain of Chernega in order to provide a |ubricating surface
for the nmagnetic |ayer (id.).

On this record, we determne that the exam ner has
provi ded no factual basis to support the concl usion of

obvi ousness based on the Shi nbzawa reference. Shinozawa
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teaches many binders for the magnetic |layer (colum 4, |. 17
et seq.). After this disclosure of possible binders,

Shi nozawa di scl oses that “[t] he magnetic |ayer may further
contain a lubricant.” (Col. 13, I. 51). Anong many ot her
lubricants, this reference teaches that “radi ation-curable

| ubri cants nay conveniently be used.” (Col. 14, I|I1. 11-12).
From the cl asses of radiation-curable |ubricants, Shinozawa
teaches sone “fluoride substituted |ubricants” (col. 14, |1.
42-58) but does not include any fluoride substituted

| ubricants anong the preferred exanples or in any of the
exanpl es (see col. 14, |l1. 59-63 and the Exanples on cols. 16-
24). The exam ner has not presented any convinci ng evi dence
or reasoning, nor pointed to any evidence in Shinozawa, that
even if one of ordinary skill in the art selected the fluoride
substituted | ubricants of Shinobzawa, the fluorine group would
graft onto the main polynmer chain in the polyneric binder of
Chernega or Nakanura. On this record, there is no evidence
that adding the fluoride substituted |ubricant of Shinozawa to
t he bi nder of Chernega or Nakanura woul d have resulted in a

pendant fl uorine-containing group in the final binder. See
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t he exanpl es of Shinbzawa, where |ubricants are added to
bi nder conpositions containing a vinyl chloride-vinyl alcoho
copol ynmer, with no evidence of any reaction.

As noted by appellants and the exam ner, Proskow is
applied to show the addition of non-di spersing conononers to
pol yneric binders to regul ate polyner solubility, oxidation
resi stance and the ability to disperse the magnetic pignents
(Answer, page 4; Brief, page 7). Accordingly, Proskow does
not overcome the deficiencies in the exam ner’s factua
support di scussed above. For the foregoing reasons and
those stated in the Brief, we determ ne that the exam ner’s
concl usi on of obviousness is not supported by facts. “Were
the | egal conclusion [of obviousness] is not supported by
facts it cannot stand.” |In re Warner,

379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).
Accordingly, the examner’s rejection of clains 1-23 and 44-47
under 35 U. S. C
8§ 103 over Chernega in view of Nakamura, Shinpbzawa and Proskow
IS reversed.
The decision of the exam ner is reversed.
REVERSED
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CHUNG K. PAK
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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APPENDI X

1. A magnetic recording nedium conprising a nmagnetic
| ayer provided on a nonmagneti zabl e substrate,

wherein the magnetic | ayer conprises a magnetic pignent
di spersed in a polyneric binder, the polyneric binder
conprising a resin; and

wherein the resin conprises a nonchlorinated fluorine-
cont ai ni ng vinyl copol yner having pendant nitrile groups,
pendant hydroxyl groups, and pendant fluorine-containing
gr oups.
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